REMARKS 

In the Office Action mailed February 1 1 , 2005, the Examiner rejected claims 1- 
11, 14-17, and 22-25 under 35 U.S.C. § 101 as being directed to non-statutory subject 
matter and rejected claims 1-25 under 35 U.S.C. § 102(e) as being unpatentable over 
Muietal. (U.S. Patent Application Publication No. 2003/0229529). 

By this amendment, Applicants have amended claims 1,8, 11, and 12. In light of 
these amendments and the following arguments, Applicants respectfully traverse the 
Examiner's rejections under 35 U.S.C. § 101 and § 102(e). 

I. The rejection of claims 1-11, 14-17, and 22-25 under 35 U.S.C. § 101 should 
be withdrawn because these claims define statutory subject matter. 

According to the Examiner, claims 1-11, 14-17, and 22-25 are "not embodied 

within the technological arts" and would not "result in a practical application producing a 

concrete, useful, and tangible result." (OA at 2). Applicants disagree with the 

Examiner's position for the reasons set forth below. 

a. The Examiner's "technological arts" analysis is not supported and 

does not establish that claims 1-11, 14-17, and 22-25 are non -statutory. 

The Examiner alleges that the claims "are directed merely to a concept that is not 
tired to a technological art, environment, or machine which would result in a practical 
application producing a concrete, useful, and tangible result to form the basis of 
statutory subject matter under 35 U.S.C. 101." (OA at 4.) In summary, the Examiner 
asserts the claims "are not embodied in the technical arts." Id. In rejecting claims 1-11, 
14-17, and 22-25, however, the Examiner does not cite to controlling case law or 
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M.P.E.P. provisions to support the rejections. Instead, the Examiner merely concludes 
that claims 1-11, 14-17, and 22-25 are non-statutory based on 35 U.S.C. § 101 without 
providing guidance and legal support for the conclusions. Nevertheless, Applicants 
attempt to address the Examiner's blanket "technological arts" rejection below. 

In In re Toma, 197 U.S.P.Q. 852 (CCPA 1978) (OA at 3), the court made clear 
that the language in the case law regarding mental steps and technological arts "was 
not intended to form a basis for a new § 101 rejection." In re Toma, 197 U.S.P.Q. at 
857. Further, In re Musgrave, 167 U.S.P.Q. 280 (CCPA 1970) states that the 
presumption that the law "requires all steps of a statutory 'process' to be physical acts 
applied to physical things" is an "erroneous idea." In re Musgrave, 167 U.S.P.Q. at 289. 
The court noted that "it was a misconstruction to assume that 'all processes, to be 
patentable, must operate physically upon substances.'" Id. at 289. Additionally, the 
Federal Circuit has indicated that arguing that process claims are not patentable subject 
matter because they lack physical limitations "reflects a misunderstanding of... [the] 
case law." AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 1359 (Fed. Cir. 
1999). Thus, assuming the Examiner alleges the method steps recited in claims 1-11, 
14-17, and 22-25 are not within the technological arts because they "can be performed 
without interaction of a physical structure," such a position is not supported by the case 
law. 

While the Examiner argues that Appellants' claims "are not embodied in the 
technical arts," (OA at 2) the Examiner does not articulate what subject matter would 
constitute the use of technology. Further, controlling case law makes clear that physical 
structures and computer-related limitations are not required for a claim to be statutory. 
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Accordingly, the Examiner's allegation that the claims are "not tied to a technological 
art" is not properly supported and does not establish that claims 1-11, 14-17, and 22-25 
are non-statutory. 

b. Claims 1-11, 14-17, and 22-25 are not abstract and are therefore statutory 

Contrary to the Examiner's position, claims 1-11, 14-17, and 22-25 are not 
abstract. According to the Federal Circuit, the inquiry of whether a claim is statutory 
focuses on "the essential characteristics of the subject matter, in particular, its practical 
utility." State Street Bank & Trust Co. v. Signature Fin. Group, Inc., 149 F.3d 1368, 
1375 (Fed. Cir. 1998). If a claim includes recitations that produce "a concrete, tangible 
and useful result," the claim is not abstract and has practical utility. See State Street, 
149 F.3d at 1373, AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 1358 
(Fed. Cir. 1999). And if the claim is not abstract and has practical utility, it is statutory 
under 35 U.S.C. § 101. 

The Examiner's conclusory statement that claims 1-11, 14-17, and 22-25 would 
not produce a concrete, useful, and tangible result is incorrect. To expedite prosecution 
of this application, Applicants have amended independent claims 1 and 8 to address the 
Examiner's concerns. For example, amended claim 1 recites, inter alia: "the community 
of practice having access to a knowledge management system" and "wherein a plurality 
of participants in the community of practice leverage the knowledge management 
system to collaborate to achieve the identified goals." Claim 8 recited, inter alia, 
"capturing knowledge from community of practice participants based on a knowledge 
document received over a transmission medium" and "maintaining knowledge in a 
knowledge database." Because the knowledge management system, knowledge 
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document , transmission medium, and knowledge database are within the technological 
arts, claims 1 and 8 are not merely directed to a concept that is not tied to a 
technological art. Further, the steps recited in claims 1 and 8 do produce useful, 
concrete, and tangible results, such as leveraging the knowledge management system 
to achieve identified goals and maintaining knowledge in a knowledge database. 

Moreover, contrary to the Examiner's assertions, claim 22 is directed to the 
technological arts. For example, claim 22 recites, "[a] method of establishing a 
community of practice in a knowledge management system including a knowledge 
management coordinator . . . making the community of practice available in the 
knowledge management system." As noted above, the knowledge management 
system is within the technological arts. And, since the recited method of claim 22 
includes the use of the knowledge management system, the Examiner's argument that 
claim 22 is not directed to the technological arts cannot stand. 

For at least the above reasons, claims 1-11, 14-17, and 22-25 are directed to the 
technological arts that results in a useful, concrete, and tangible result. Accordingly, the 
rejection of these claims under 35 U.S.C. § 101 should be withdrawn and the claims 
allowed. 

II. The rejection of claims 1-25 under 35 U.S.C. § 102(e) should be withdrawn 
because the cited art does not support the Examiner's rejection. 

In order to properly anticipate Applicants' claimed invention under 

35 U.S.C. § 102(e), each and every element of the claim at issue must be found, either 

expressly described or under principles of inherency, in a single prior art reference. 

Further, "[t]he identical invention must be shown in as complete detail as is contained in 
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the . . . claim." See M.P.E.P. § 2131. Finally, "[t]he elements must be arranged as 
required by the claim." Id. 

The Examiner asserts Mui et al. discloses a "community of practice." In 
particular, the Examiner asserts Mui et al. teaches identifying a need for, roles and 
responsibilities for participants of, and one or more goals for, a "community of practice." 
(See OA at 3.) Applicants disagree. Although Mui et al. mentions a system for 
managing one or more persons to achieve a goal, the reference falls short of disclosing 
at least a community of practice including users, one or more experts, and one or more 
community of practice managers, as recited in claim 1. Indeed, the Examiner cites to 
managing software executed by Mui et al. for managing software objects and 
information associated with its workforce planning system. (See e.g., [0082-01 12].) 
The managing software or a user who executes the software is not a practice manager 
that is included in a community of practice including users and one or more experts. 
Accordingly, Mui et al. does not teach identifying a need for the community of practice 
because the reference does not teach a community of practice, as recited in claim 1 . 
Further, Mui et al. does not teach identifying roles and responsibilities for participants in 
the community of practice because the reference does not disclose the same 
participants (i.e., users, experts, and practice managers.) Similarly, Mui et al. does not 
teach identifying one or more goals for the community of practice. While Mui et al. may 
mention goals for users, and processes associated with achieving those goals, none of 
the mentioned goals are related to a community of practice including the participants 
recited in claim 1 . 
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Because Mui et al. does not support the rejection of claim 1 under 
35 U.S.C. § 102(e), Applicants request that the rejection be withdrawn and the claim 
allowed. 

Claims 2-7 depend from claim 1 . As explained, Mui et al. does not teach the 
recitations of claim 1. Accordingly, the reference also fails to teach the recitations of 
claims 2-7 for at least the same reasons set forth in connection with claim 1 . As such, 
Applicants respectfully request that the Examiner withdraw the rejection of claims 2-7 
under 35 U.S.C. 102(e) and allow the claims. 

Independent claim 8 includes recitations similar to those of claim 1 . For instance, 
claim 8 recites, 

capturing knowledge from community of practice participants 
based on a knowledge document received over a 
transmission medium; 

approving the captured knowledge; 

delivering the approved knowledge to community of practice 
participants; and 

maintaining knowledge in a knowledge database, 

wherein the community of practice participants include a 
plurality of users, one or more community of practice 
managers, and one or more experts associated with the 
community of practice. 

As explained, Mui et al. does not teach community of practice participants 
including users, one or more community of practice managers, and one or more experts 
associated with the community of practice. Accordingly, the reference does not teach at 
least capturing knowledge from community of practice participants and delivering to 
these participants approved knowledge. Because Mui et al. does not support the 
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rejection of claim 8 under 35 U.S.C. § 102(e), Applicants request that the rejection be 
withdrawn and the claim allowed. 

Claims 9-1 7 depend from claim 8. As explained, Mui et al. does not teach the 
recitations of claim 8. Accordingly, the reference also fails to teach the recitations of 
claims 9-17 for at least the same reasons set forth in connection with claim 8. Further, 
Mui et al. does not teach the recitations of dependent claims 9-17. For example, 
contrary to the Examiner's assertions, the AccountabilityManager disclosed by Mui et al. 
does not manage organization membership within the context of a community of 
practice. (See Mui et al., [01 16].) Instead, the organization membership mentioned in 
Mui et al. refers to organizations associated with entities in the system. Moreover, the 
AccountabilityManager (or any other component taught by Mui et al.) does not suggest 
or disclose accepting subscriptions for membership in the community of practice. 

Claim 18 includes recitations similar to claim 1 . For instance, claim 18 recites a 
community of practice including a knowledge management architecture, a plurality of 
users, one or more experts, and one or more community of practice managers. Further, 
claim 18 recites a network interconnecting the knowledge management architecture, the 
plurality of users, the one or more experts, and the one or more community of practice 
managers. Contrary to the Examiner's assertions, Mui et al. does not disclose these 
features. As explained above in connection with claim 1 , Mui et al. does not teach a 
community of practice including users, experts and practice managers. Instead, Mui et 
al. discloses persons that may be identified to perform tasks for achieving a goal. 
These persons and any group formed from them, do not include the community of 
practice managers, as recited in claim 18. Because Muietal. does not support the 



-15- 



rejection of claim 18 under 35 U.S.C. § 102(e), Applicants request that the rejection be 
withdrawn and the claim allowed. 

Claims 19-21 depend from claim 18. As explained, Mui et al. does not teach the 
recitations of claim 18. Accordingly, the reference also fails to teach the recitations of 
claims 19-21 for at least the same reasons set forth in connection with claim 18. As 
such, Applicants respectfully request that the Examiner withdraw the rejection of claims 
19-21 under 35 U.S.C. 102(e) and allow the claims. 

Additionally, Mui et al. does not teach at least identifying a community or practice 
manager and one or more experts for the community of practice, as recited in claim 22. 
As explained, the persons that perform tasks in Mui et al. do not include practice 
managers. Instead, a manager of the organization uses the software applications to 
determine how a goal can be achieved using members of an already established team. 
The manager may not even be part of that team and is not identified as part of a 
community of practice including users and experts. As such, Mui et al. does not teach 
the recitations of claim 22, as asserted by the Examiner. Because Mui et al. does not 
support the rejection of claim 22 under 35 U.S.C. § 102(e), Applicants request that the 
rejection be withdrawn and the claim allowed. 

Claims 23-25 depend from claim 22. As explained, Mui et al. does not teach the 
recitations of claim 22. Accordingly, the reference also fails to teach the recitations of 
claims 23-25 for at least the same reasons set forth in connection with claim 22. As 
such, Applicants respectfully request that the Examiner withdraw the rejection of claims 
23-25 under 35 U.S.C. 102(e) and allow the claims. 
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III. Conclusion 

In view of the foregoing amendments and remarks, Applicants respectfully 
request the reconsideration and reexamination of this application and the timely 
allowance of claims 1-25. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our deposit account no. 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: June 10, 2005 




Joseph E. Palys 
Reg. No. 46,508 



-17- 



